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DETAILED ACTION 

1 . This office action is in response to Applicant's amendment filed on 10 April 2007. 

Election/Restrictions 

2. Applicant's election with traverse of Species III in the reply filed on 10 April 2007 
is acknowledged. The traversal is on the ground(s) that "the search and examination of 
the entire application could be made without serious burden". This is not found 
persuasive because the limitations presented in withdrawn claim 25 would require a 
different text search than that required for the elected claims. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 23, 24, 27, and 28 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hornung et al. (U.S. Patent 4,722,021). 

5. Regarding claim 23, Hornung et al. discloses a machine tool comprising a 
stationary part (part housing motor 5) and a spindle 8 rotatable relative to the stationary 
part, the spindle having a shank receiving area 6 for releasably accepting the shank of a 
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cutter or other machine tool accessory (not labeled, see figure 1), and comprising a first 
electrical link (link from motor 5 to bearing 7) between the stationary part and the 
spindle, and a portion (portion inside chuck 6 where the end of the tool shank contacts 
the chuck) of a second electrical link (link from bearing 7 through the chuck 6 and the 
cutting tool, to the metal element 16) at the shank receiving area in electrical connection 
with the first link (from metal element 16 to the metal sink 17, the ground 2, and back to 
the first link) for providing in use a disconnectable electrical link between the spindle 
and the shank, wherein the portion of the second link is in the form of at least one 
electrical contact (contact formed when the cutting tool touches the metal element 16). 

6. Regarding claim 24, Hornung et al. discloses wherein the first link and the portion 
of the second link are arranged to transmit signals (see column 4, lines 8-26). 

7. Regarding claim 27, Hornung et al. discloses wherein the portion of the second 
link at the shank receiving area includes any electrical link between the shank and the 
spindle. 

8. Regarding claim 28, Hornung et al. discloses wherein the electrical link 
comprises a disconnectable physical contact between the spindle and the shank (the 
contact can be disconnected by removing the tool shank from the chuck). 

9. Claims 33-36 are rejected under 35 U.S.C. 102(b) as being anticipated by Noda 
(U.S. Patent 4,890,306). 

10. Regarding claim 33, Noda discloses a machine tool shank 31 for releasably 
mounting a machine tool cutter 15 or other machine tool accessory to the spindle 1 1 of 



Application/Control Number: 10/511,140 Page 4 

Art Unit: 3722 

a machine tool comprising a portion of an electrical link (from battery 36 to control circuit 
34) in the form of at least one electrical contact, wherein, in use, the machine tool shank 
31 is supplied with power (internally supplied with power by the battery 36) via the at 
least one electrical contact. 

1 1 . Regarding claim 34, Noda discloses wherein the at least one electrical contact is 
in the form of a conductive element (the battery terminal) and a resilient support (as the 
claim does not require any level of resiliency, the battery housing meets this limitation, 
as the housing must display some degree of resiliency) supporting the conductive 
element. 

12. Regarding claim 35, Noda discloses wherein the shank 31 comprises an end 
(right end in figure 2) closest to a location for attachment of the machine tool cutter 15 
or other machine tool accessory (this end is used for attachment of the machine tool 
cutter 15 to the spindle 11) and an end distal from the location (left end in figure 2), 
wherein the said at least one contact is closer to the distal end than to the end for the 
said attachment (see figure 2). 

13. Regarding claim 36, Noda discloses wherein the said at least one contact is in 
the third of the shank closest to the distal end of the shank (see figure 2). 

14. Claim 37 is rejected under 35 U.S.C. 102(b) as being anticipated by Noda (U.S. 
Patent 4,890,306). 

15. Regarding claim 37, Noda discloses a machine tool accessory 34 having a shank 
31 for releasably mounting the accessory to the spindle 1 1 of a machine tool comprising 
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a portion of an electrical link (from battery 36 to control circuit 34) in the form of at least 
one electrical contact, the accessory being suppliable with power via the at least one 
electrical contact. 

16. Claim 38 is rejected under 35 U.S.C. 102(b) as being anticipated by Noda (U.S. 
Patent 4,890.306), 

17. Regarding claim 38, Noda discloses a measurement probe 33 having a shank 31 
for releasably mounting the measurement probe to the spindle 1 1 of a machine tool 
comprising a portion of an electrical link in the form of at least one electrical contact 
(from sensor 33 to amplifier 341), the measurement probe having a signal path V. via 
the at least one electrical contact, wherein the measurement probe comprises a non- 
contact probe. 

18. Regarding claim 23. Hornung et al. discloses a machine tool comprising a 
stationary part (part housing motor 5) and a spindle 8 rotatable relative to the stationary 
part, the spindle having a shank receiving area 6 for releasably accepting the shank of a 
cutter or other machine tool accessory (not labeled, see figure 1), and comprising a first 
electrical link (link from motor 5 to bearing 7) between the stationary part and the 
spindle, and a portion (portion inside chuck 6 where the end of the tool shank contacts 
the chuck) of a second electrical link (link from bearing 7 through the chuck 6 and the 
cutting tool, to the metal element 16) at the shank receiving area in electrical connection 
with the first link (from metal element 16 to the metal sink 17, the ground 2, and back to 
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the first link) for providing in use a disconnectable electrical link between the spindle 
and the shank, wherein the portion of the second link is in the form of at least one 
electrical contact (contact formed when the cutting tool touches the metal element 16). 

19. Claims 39-41 and 43 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hornung et al. (U.S. Patent 4,722,021). 

20. Regarding claim 39, Hornung et al. discloses a machine tool comprising a 
stationary part (part housing motor 5), a spindle 8 rotatable relative to the stationary part 
having a shank receiving area (for receiving chuck 6), a shank 6 releasably acceptable 
to the shank receiving area, and a machine tool accessory (drill bit, not labeled, see 
figure 1) attached to the shank, and comprising a first electrical link (link from motor 5 to 
bearing 7) between the stationary part and the spindle and a second electrical link (link 
from bearing 7 through the chuck 6 to the cutting tool) at the shank receiving area being 
in electrical communication with the first link (from metal element 16 to the metal sink 
17, the ground 2, and back to the first link) for providing in use a disconnectable 
electrical link between the spindle and the shank for providing power or a signal for the 
accessory, wherein the second link is formed as two portions, one portion 7 being 
mounted to the spindle 8 the other portion (the drill bit) being mounted to the shank, 
wherein each portion has at least one complementary electrical contact for electrical 
communication between the two portions. 

21 . Regarding claim 40, Hornung et al. discloses wherein either one or both of said 
at least one complementary contact is resiliently mounted. 
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22. Regarding claim 41 , Hornung et al. discloses wherein one of the complementary 
contacts is non-protruding. 

23. Regarding claim 43, Hornung et al. discloses wherein the second electrical link 
comprises a disconnectable physical contact between the spindle and the shank (by 
removing the drill bit). 

24. Claims 48 and 50 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hornung et al. (U.S. Patent 4,722,021). 

25. Regarding claim 48, Hornung et al. discloses a machine comprising a stationary 
part (part housing motor 5) and a rotatable part 8 continuously rotatable relative to the 
stationary part, the rotatable part 8 having a coupling receiving area 6 for releasably 
accepting the coupling of a tool or other accessory (drill bit, not labeled, see figure 1), 
and comprising a first electrical link (link from motor 5 to bearing 7) between the 
stationary and rotatable parts and a portion of a second electrical link (link from bearing 
7 through the chuck 6 to the cutting tool) at the shank receiving area being in electrical 
connection with the first link for providing in use a disconnectable electrical link between 
the rotatable part and the coupling of the tool or other machine accessory, wherein the 
portion of the second link is in the form of at least one electrical contact. 

26. Regarding claim 50, Hornung et al. discloses wherein the second electrical link 
comprises a disconnectable physical contact between the spindle and the shank (by 
removing the drill bit). 
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27. Claim 51 is rejected under 35 U.S.C. 102(b) as being anticipated by Hornung et 
al. (U.S. Patent 4.722,021). 

28. Regarding claim 51, Hornung et al. discloses a machine tool comprising a 
stationary part (part housing motor 5) and a spindle 8 rotatable relative to the stationary 
part, the spindle 8 having a shank receiving area 6for releasably accepting the shank of 
a cutter or other machine tool accessory (drill bit, not labeled, see figure 1), and 
comprising a first electrical link (link from motor 5 to bearing 7) between the stationary 
part and the spindle, and a portion of a second electrical link (link from bearing 7 
through the chuck 6 to the cutting tool) for providing in use a discohnectable electrical 
link between the spindle and the shank, wherein the portion of the second link is in the 
form of any electrical link between the shank and the spindle. 

Claim Rejections - 35 USC § 103 

29. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this tie, if the differences between the subject nnatter sought to be patented and the prior art 
are such that the sulject matter as a whole would have been obvious at the time the invention was made 
to a person having ordi'Fiary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

30. Claims 29, 30. and 44-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hornung et al. *021. 

31 . Regarding claims 29, 30, 44, and 45, Hornung et al. discloses wherein the 
receiving area is in the form of a chuck cavity having an opening and a rear area 
furthest from the opening. Hornung et al, does not disclose wherein the portion of the 
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second link is disposed closer to the rear area than to the opening or wherein the 
portion of the second link is disposed at the rear third of the cavity. However, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to have moved the tool shank closer to the rear area for the purpose of design 
choice, since it has been held that rearranging parts of an invention involves only 
routine skill in the art. 

32. Regarding claims 46 and 47, Hornung et al. discloses the invention substantially 
as claimed, except Hornung et al. does not disclose wherein alternating current passes 
through the first and second links at a frequency greater than approximately 20KHz or 
wherein the frequency is approximately 100 KHz. However, it wou|d have been obvious 
to one having ordinary skill in the art at the time the invention was made to have chosen 
any frequency of current desired for the purpose of operating at the optimum frequency, 
because it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in 
the art. 

Allowable Subject Matter 

33. Claims 26, 31, 32 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Response to Arguments 

34. Applicants arguments, see pages 8-14, filed 10 April 2007, with respect to the 
rejection(s) of claims 23, 24, 27, 28, 31-43 and 48-51 under 35 U.S.C 102 and claims 
26, 29, 30, and 44-47 under 35 U.S.C. 103 have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Hornung et al. and Noda. 

35. For the reasons as set forth above, the rejections are maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric A. Gates whose telephone number is 571-272- 
5498. The examiner can normally be reached on Monday-Thursday 7:45-6:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica Carter can be reached on 571-272-4475. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786^9199 (IN USA OR CANADA) or 571-272-1000. 
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